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THE FEDERAL TRADEMARK DILUTION ACT:
POTENT WEAPON OR UPHILL BATTLE

Erin J. Roth* Georgetown University Law Center
and
Robert B. Bennett, Jr.** Butler University

INTRODUCTION

With the enactment of the “Federal Trademark Dilution Act of 1995," (the "FTDA") on
January 16, 1996, the legal community proclaimed that a new era in U.S. trademark law
had begun.’ Before its enactment, U.S. trademark owners were entitled to legal relief
under the Lanham Act’ only if owners could prove unauthorized, subsequent use of a
same or similar mark that was likely confuse the public concerning: the source of the .
goods or services in question, or the sponsorship, affiliation or approval by the senior
mark holder of such junior use.* Dilution protected a trademark owner directly against
the diminution of a trademark’s commercial value by an unauthorized use of a same or
substantially similar mark, without the need to prove a likelihood of confusion. With the
passing of the FTDA, dilution is now federally protected’ However, despite the initial
scholarly elation at the passage of the FTDA, the Act has proved to be less effective than
the legal community had initially hoped. The FTDA has been ineffective in completely
protecting famous marks as was its intent. The reasons include: the absence of a
definition of “dilution.” its lack of a reconciliation with the Lanham Act’s definition of
trademark protection, the weak application of the “famous mark” standards, and the
improper use of tests to determine the existence of dilution.

Following a brief discussion of the history of trademark infringement law, the events
leading to the FTDA, and an overview of the FTDA, this paper discusses the major
causes of the FTDA’s ineffectiveness. We will then review the application of the act,
discuss its implications on the future of trademark ownership in business, and suggest
improvements to the legal application of the act.

WHAT IS DILUTION?
The theory of the dilution of trademarks was discussed in a seminal article by Frank

Schechter in 1927, nearly twenty years before the adoption of the Lanham Act governing
the registration and protection of trademarks.® While Schechter did not expressly use the
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term “dilution.” he did discuss the concept that has become the definition of dilution
accepted by most scholars today. Schechter proposed to protect trademark owners from
the “whittling away or dispersion of the identity and hold upon the public mind of the
mark.” Today, this concept has evolved even further to embrace protecting a trademark’s
“commercial magnetism” or selling power against unauthorized use by another party,
especially in protecting very famous, or well-known marks.*

Unlike trademark infringement, dilution does not rely upon the “likelihood of confusion™
to impose an injunction against a junior user of a mark. While the concept of dilution
seems very simple to grasp, applying the theory in practifal situations has proved
troublesome.” Much of the difficulty in applying the theory has risen out of the natural
conflict between the traditional purpose of trademark law, and the dflution concept.
Briefly, dilution, protects a mark notwithstanding the absence of a likelihood of confusion,
as the mark is seen as property which deserves protection. Dilution confers a property-
like right upon the trademark holder, entitling the holder to maintain the mark against
uses that, although are not confusing, may over a period of time diffuse the power of the
mark to distinctively identify itself commercially. This cause of action gives the
trademark owner an absolute property right in the trademark, and its violation is similar
to the policy involved in the tort of appropriation.'’

The tort of appropriation is the use of one person's name or likeness by another, without
permission and for the benefit of the user. In Carson v. Here's Johnny Portable Toilets,"
a Michigan corporation advertised its rentable toilets as “Here’s Johnny™ toilets. Johnny
Carson, famous late-night talk show host, brought suit claiming that the Michigan
corporation had violated his right to privacy by publicly appropriating his celebrity status
for the corporation’s commercial benefit.” The court held that the use of “Here's
Johnny” was an appropriation because the phrase was so strongly associated with
Carson’s public personality.

In contrast, traditional trademark law protects a manufacturer’s trademark from
competitor’s using the same mark on different but competing goods, thereby dishonestly
profiting for the manufacturer’s reputation for quality goods. Infringement is shown by
proving 2 likelihood of consumer confusion.” Such confusion is shown by the fact that
the use of an infringing mark is likely to mislead a substantial number of potential
customers as to the manufacturer of a particular good." As trademark infringement
requires a finding that consumers are being misled, it has its basis in the tort of fraudulent
misrepresentation or deceit.* The trademark holder may only protect the trademark
when such protection is beneficial to consumers by enabling them to identify quality
goods or services from an infringing mark of lower quality. Therefore, a trademark holder
or owner holds only a limited right in his mark. He may only protect his mark when
such protection is beneficial to an individual relying on the correct recognition of his
mark. He cannot protect the mark, itself, simply to maintain its own value to the owner.

For example, in Vuitton et Fils, SA. v. Crown Handbags," the court granted Vuitton, a
manufacturer of luxury handbags, permanent injunctive relief from Crown Handbag's use
of a mark similar to that which Vuitton used on its handbags. Vuitton et Fils is a
manufacturer of high quality handbags bearing the Vuitton registered trademark, the firm's
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il.:xui:;:rlf O:Snd ? thﬂetg—gle—hs." Crown handbags was not a Vuitton retail outlet, but sold
v ;e e Vuitton handbags ‘Al the trial, the imitation Crown handbags were
ot cheap, }ow quality imitations of Vuitton's product. Such use violated
wtton’s trademark rights. Judge Brieant stated:
When an alleged infringing mark is used in connection with the sale of similar
:goods, the long standing rule..has been that the second comer to the marketplace
has a duty to S0 name and dress his product as to avoid all likelihood of
__ consumers confusing it with the product of the first comer.”""?
Slmla;ly,. all tmden.zark infringement cases rely upon the likelihood of confusion to prove
that a junior mark infringes upon the distinct nature of the senior mark. e

Today, dilution theory has further evolved. Current dilution theo i

of dl!uhon as presented by Schechter, embracing the notion that g!ﬁ?:m:c?:am;ﬁ
not“uthstandm'g the absence of a likelihood of confusion. However. this theory has
Fbmadmed to include areas not initially recognized as a part of dilution by Schechter
I ;Thu:;;acbymhlz cases onddll:;lt;'on have distinguished two distinct types of dilution cases:
on by blurring” and "dilution by tarnishment." "Diluti y ing" i !
as the continuous use of a mark similar to a plaintiff's mm-lT:I tgit bgoismggdv:sedi%ﬁ
upon the dx.snncnvenf:ss of a plaintiff’s mark whereby, if the plaintiff is unable to stop
such use, his mark will lose its distinctive quality entirely.”™ "Dilution by tarnishment”
?mm to prevent I:he diminution of the positive associations a holder has labored to create
ugh ?{15 advertising and promotion. The tarnishment theory holds the notion that a
otmdemarf s mrep:iinm t;h;e reputation and goodwill of the holder, and any unauthorized use
: ; e that reputation and goodwill susceptible to injury. Dilution by
tarnishment is considered to occur in two ways: (1) the unauthorized junior use of a
senior holder’s ma:k on goods or services of inferior quality and (2) by the unauthorized

Junior use of a senior holder's mark in an unwholesome context.'®

Dilution received very little attention until 1933 when the dilution theo appeared
: first
$ D:klgew York court. In the case of Tiffany & Co. v. Tiffany Pra:ﬁacgons,zu the New
o upreme w(f;:cu;'l granted relief to the famous Tiffany jewelers against the defendant
vie thealer' used the Tiffany name in association with adult entertainment. The
glamuﬁo : ﬁu»::ﬂlmrn:ead that sm?h use would dxml.msh and tarnish the reputation of Tiffany &
sted mﬂous' memhan_ diser of expensive jewelry. Although the court found that there
exi e lxkehhood of confusion. since the two parties were not competing services
l|;(mg:ra1:n‘-.cl the injunction to protect the reputation of the jeweler.”' The court considered
MmmN under New York infringement law because a dilution statute did not then exist
New Yo_rk law. However, the court used dilution terminology, instead of the
confusion terminology associated with trademark infringement, to justif;,' its decision

Once again, however, little was h i iluti i

fea.r_ of .monopolization of na:semarkscard,m::dﬂtr;: gmtﬂisL;u1declt=lstand:u:vzg|mrk du}moﬁ?ii;"l;:ﬁerpremu‘ Gemml

;i;t dlzlzlmlgn theory kept it ﬁ-on_J. becoming a provision in the original version of the Lanhavj:nn
k owew.g, t;:: following year, the first state anti-dilution measure was passed in

Mamcmﬁalhusensdjlmi. ubsequenﬂ‘y, other concems surrounding the power and scope of a

po on statute kept it from becoming part of federal legislation until 1995,



While the federal government was reluctant to adopt the dilution theory, over half of the
states adopted dilution statutes or included dilution theory in their common law.” The
International Trademark Association (ITA) even urged states to adopt a model trademark
dilution bill.** Most state laws follow the ITA model and provide injunctive relief on a
finding of likelihood of dilution. However, until the late 1970s. courts were reluctant to
apply dilution principles despite their authority to do so from their respective
legislatures.”’

In 1977, the New York Court of Appeals brought dilution into the mainstream of
wrademark protection in Allied Maintenance Corp. v. Allied“Mechanical Trades, Inc.*
Although the court in Allied Maintenance did not find dilution, it provided a judicial
definition of dilution that was consistent with Schechter’s original analys®. The decision
stated that dilution was not confusion, as was the case with trademark infringement. It
was, instead, a “cancer-like growth of dissimilar products or services which feed upon the
business reputation of an established distinctive trademark.”” Because Allied was not a
distinct mark, the court found no dilution. It stated that this case “erected one of the most
formidable barriers to dilution relief: the requirement that the plaintifi’s mark be
somehow famous.”* Thus, the court limited such dilution protection to those marks that
were sufficiently distinctive,

Despite its impact, the Allied Maintenance case did not prove to be the catalyst for a
boom in dilution case filings as some had expected’' In dilution cases reported in
Federal Courts since 1977, only forty-three considered dilution as more than a boilerplate
issue. Only ten cases resulted in an injunction based on dilution in part, while only four
cases based their entire rationale on dilution.” The Restatement on Unfair Competition
reiterates the view that while courts were reluctant to utilize the dilution rationale before
Allied Maintenance, there had been a general acceptance of the theory in the years since
even though its application by legal community had been sparse. However, the
Restatement cautions that courts continue to confine the cause of action for dilution to
cases in which the protectable interest is clear.”” Courts were more willing to use dilution
as a complement to traditional trademark cases than to create a broad dilution cause of
action.

As a result, state remedies, and the willingness of each court system to issue injunctive
relief, varied, encouraging forum shopping.* Ironically, under all relevant state law, the
two essential elements of a trademark dilution claim are the same: the senior holder must
possess a distinctive trademark, and there must be a likelihood of dilution.** Most states
that had adopted the dilution doctrine are in agreement on two crucial points, at least in
theory: trademark dilution can occur regardless of the lack of a likelihood of confusion
and despite the absence of competition between parties.*

Yet, even in searching for the most favorable outcome, plaintiffs were often surprised at
the difficulty they faced in obtaining a remedy. Only half of the states had dilution laws
by 1995; therefore, many state courts were hesitant to grant a nationwide injunction as
a remedy, as national enforcement of the injunction seemed impossible.”” Holders of
famous marks increasingly pushed for national dilution protection hoping to gain national
protection for their marks. The Assistant General Counsel for Campbell Soup Company,
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in support of federal trademark protection stated:
When the rights which we try to enforce are not clearly stated, we must
elt.he? commit ourselves to expensive, protracted and uncertain litigation
or fail to act in defense of our brands. Such cases represent a financial
loss for the trademark owner and a loss of efficiency for the judicial
system which could be remedied by legislative adoption of dilution as a
basis for the protection of famous trademarks.®

Increasing recognition of and support for a dilution provision at a national level. spurred

t.he_ owners_of famous trademarks to push for a dilution debate outside the academic arena.

With growing restlessness for greater national protection than that which the Lanham Act

;rﬁ'oet;cc:i, the federal government began to take serious action towards nationalizing dilution
on.

HISTORY OF TRADEMARK INFRINGEMENT LAW

When the Lanham Act was adopted in 1946, providing for the federal registration and
protection of trademarks, no state had previously adopted trademark laws. While the idea
of rademarks, as well as dilution, had been around in academic circles for some number
of years, the economic fear of monopolies had delayed the adoption of the Lanham Act
or similar trademark protection legislation. The Senate committee on Patents, in
recommending the passage of the Lanham Act, assured Senate that it would not “foster
hateful monopolies.™ The major apprehension lay in the belief that a trademark would
allow one producer 1o essentially corner a product market' After the holder's mark
bcca'z.t-ne synonymous with the product, one could raise market entry barriers preventing
additional competition for that product.® It was largely because of this overwhelming
g?;i(l):n f:nonopoly that the Lanham Act was written as it was, initially ignoring the idea
on.

From the outset, the Act sought to protect the public from deceit and swindling. It also
sought to promote fair competition.” These goals were consistent with the roots of
trademark law in fraud and deceit. Likewise, these goals addressed the monopolistic fears
voiced by opponents of the Lanham Act* Trademark law, therefore, did not evolve as
the protector of an ownership interest in a mark. Instead, its aim was to establish a real
relationship between the trademark and the trademark holder.

Thebalz_mce of the above mentioned goals was addressed in the language of the Lanham
Act which required the proof of the likelihood of confusion. As it was designed, the
Lanham {kct protected a trademark holder against unauthorized, subsequent use of the
same or similar ma.rk that was likely to result in public confusion concerning the source
of t_he goods or services in question, or the sponsorship, affiliation or approval by the
senior mark holder to such junior use.** The likelihood of confusion requirement piaced
a hmp.z_mon on the trademark holder and the exclusive right to use the mark. Before
exercising the exclusivity of one’s mark, one would have to demonstrate that, through a
likelihood of confusion, the public was being harmed.* Therefore, the exclusive right,
or the monopoly right, could only be exercised when it was in the interest of the public



to prevent fraud and deceit. This limitation furthered the current and historical goals of
trademark regulation while counterbalancing fears about the conduct of monopolies.

However, dilution statues do not require likelihood of confusion. The harm that the
dilution statutes seek to prevent are not harms to the public, but rather, harms 10 the
trademark holder because the distinctive quality of the mark is impaired. Clearly, then,
the principles underlying the state dilution statutes seem to diverge from the intent of the
Congress when it enacted the Lanham Act.*” In light of this divergence from trademark
law, why would Congress enact a federal dilution statute as an amendment to the Lanham

Act? A

There exists another Congressional purpose that academic circles and at Teast one district
court have found persuasive.® Arguably, Congress intended to achieve national
uniformity in trademark laws via the Lanham Act.* The Senate Commitiee on Patents
suggested that one of the attractions of a federal trademark statute was that if the states
would change the law with respect to trademarks, that there would be “as many different
varieties of common law as there are states.™ Citing growth in interstate trade, the
Committee on Patents stated that it would be unwise for trademark rights to vary from
state 1o state.’' The Committee urged that national registration was needed to “secure to
the owners of trademarks in interstate commerce definite rights.”*

Section 45 of the Lanham Act supports the uniformity argument which supports the
notion of federal protection of marks. Over the seven and a half years that the Act was
debated, few issues were debated more often than the inclusion of a national uniformity
clause. Congress expressed the goal “.to protect registered trademarks used in such
(interstate) commerce from interference by State, or territorial legislation.””’ Eventually,
this statement was included, suggesting the overwhelming intent of the Act to encourage
federal, not state, regulation of trademarks.

From the 1946 legislative history, it is easy to demonstrate an inconsistency between the
Congressional intention behind the Lanham Act which focused on consumer protection
and the intent of swate dilution statutes which focused on protection of the owner's
investment in the mark. However, the legislative history of the Act does not end in
19464 In 1988, Congress passed the Trademark Revision Act.* While the Trademark
Revision Act, itself, is of little interest when discussing trademark dilution statutes, the
legislative history illustrates the shift in emphasis from exclusive consumer protection to
include protection of the mark holder since the passage of the Lanham Act.

Although, the Senate approved an anti-dilution provision within the Trademark Revision
Act, which would provide a federal cause of action for dilution, the House of
Representatives struck that provision.” The Senate report that accompanied the bill to
the House stated that the federal antidilution provision had the narrow purpose of
protecting truly famous registered trademarks.” The anti-dilution provision made clear
that its benchmark was not the likelihood of confusion, deception, or mistake by the
public.* Instead, the statute protects the trademark’s owner against actions by 2 third
party that “destroy the public’s perception that the mark signifies something unique,
singular or particular.”” The accompanying Senate report goes on to state that instead
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of intending to ic, it i
o marlilm“% protect the public, it “focuses on the investment the owner has made in

'I'_hc report also acknowledged the inconsistency among the states in the area of trademark

dilul:mr‘). T]:e_ federal provision was intended to “establish a nationwide floor fi
grﬂote_cuon against dilution.”™' The Senate report noted that although many states h:c;
[h:::t?n s:iatutes,_ the court decisions interpreting Ihgse statues were inconsistent and,
ore, “combined with the number of states that [did] not have dilution laws [created]
?edpatchv\forg-type of !Jrotcc!ion.""’ The Senate report further noted that pas‘sagc of a
f‘:mvt':iral dllunog provision would help the United States in the negotiations concerning the
gn protection of U.S. trademarks abroad as part of the General Agreement on Tariffs

and Trade (GA 3 S
Protection.63( TT) process, as many “GATT nations™ already possessed dilution

E;:her. t}l:e bill_ was not in'tcnded 0 pre-empt state regulation to the extent that, at that
. such provisions provided greater protection than did the federal starute.® It was

designed, like the original Lanham Act - etk g
dilution protection. Act, to provide a nationwide minimum level of

When the bill was introduced into the House, ver, i i ituti
concems related to the First Amendment * Tl'll?:re w::’e;sw:a?:eg;mthgoﬁﬂgnﬂ
comparative speech and parody and this provision’s possible effects upon the continued
ﬁ:lt{ecuon of these two types of speech. Concemns that this provision would, in effect,
e such forms ot" speech virtually illegal, led to the removal of the antidilutio
provision from the bill that would eventually become the Trademark Revision Act % 4

;:[uhe legislative history sun?!mdmg the Trademark Revision Act laid the groundwork for
ture attempts at t!:lc adoption of federal anti-dilution measures. Both houses of Congress
ﬁw mke approvingly of the protection of the trademark holder’s interest in the mark.”’
thee shift from a limited right to an absolute right in the mark reflects Schechter’s thesis;
o mark, Ltt_self, is something to be protected for its own value. Given the apparen;
sening of the concem over monopolization, and the new intent of the legislation to

= e S e :
mtemuous. trademark holder’s investment, the likelihood of confusion test became

The new intent of the dilution doctrine involved providing a federal fo i
he . undation of a
g;l:lubg:ﬁlam W could build greater protections. This new intent,
g i tofbo'thﬂwfem-ofmompoliesandthe lack of need for
- embhmlis od of co :oqsta_ndard,laadtheground work for the next significant attempt
hing a federal dilution statute, The Federal Trademark Dilution Act of 1995.

THE BIRTH OF THE FEDERAL TRADEMARX DILUTION ACT OF 1995
Following the failure to include a dilution provision within the 1988 Trademark Revision

Act, mark holders continued to rel i
ct, | : y on developing state law to protect against trademark
dilution. However, the variety of problems associated with state dilution laws were once
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again brought to the forefront, Most notable among the many problems was the difficulty
of obtaining a remedy. The only remedy available under most state laws was an
injunction preventing the use of the diluting mark.*®* However, as previously mentioned,
some state courts were reluctant to grant national injunctions for violation of state dilution
laws because of the difficulty of enforcement. Consequently, the scope of an injunction
became a primary issue in the debate over federal dilution protection. If an injunction
was issued only for the jurisdiction granting the injunction, the unauthorized use of the
mark could continue in any other state, eventually spilling over into the jurisdiction in
which the injunction was originally granted. Conversely, if 2 nationwide injunction was
granted, the legal basis for applying the injunction in states without dilution laws was
suspect.” As time went on, it became increasingly apparent that this ﬁework system
of dilution law was inadequate to protect distinctive marks which , almost by
definition, nationally recognized and required a nationwide injunction.

Second, many state dilution statutes struggled to define the varying degrees of mark
distinctiveness. Courts struggled 1o draw z line between those marks distinctive enough
1o be diluted and those marks that were not so distinctive. The problem with dilution in
this respect is that the dilution concept was a prediction of the effects of impairment
resulting from a secondary use over time, making the future value of a mark to holders
almost impossible to quantify.”

Third, anti-dilution laws were often susceptible to improper judicial application. In most
cases, dilution as a state claim was pleaded as a boilerplate supplement to the Lanham
Act trademark infringement claims.” Consequently, many rulings on dilution were by
Federal Courts applying a state’s law based on pendant jurisdiction.” These results led
to questionable precedential value of any dilution rationale at all. Many courts implied
a confusion standard similar to traditional trademark law in order to find dilution.”

These major problems with state anti-dilution statutes are best demonstrated in Mead Data
Central, Inc. v. Toyota Motor Sales, US.A. Inc.” Mead, the provider of LEXIS legal
research services, brought a suit to enjoin Toyota Motor Sales from marketing a luxury
automobile using the name LEXUS.” Utilizing the New York anti-dilution statute, Mead
claimed that the name LEXUS would dilute the LEXIS mark for legal services.” The
trial court held that the name LEXUS was likely to dilute the LEXIS mark. without
finding a likelihood of confusion.” The Second Circuit reversed the decision, however,
stating that the LEXIS mark was not likely to be diluted because it was only recognizable
and distinctive to the legal community, not the general public.” The court of appeals
stated that the senior mark needed to be distinctive 1o the general public to qualify for
dilution protection.”

In the Mead Data case. the trial courts granted the plaintiffs a nationwide injunction based
on New York’s dilution statute.™ Enjoining the LEXUS mark on any basis other less
than a national one would have rendered the injunction virtually useless. However, 2
_state dilution statute could not provide a sufficiently strong legal basis to support &
" nationwide injunction.”’ If a nationwide injunction had been upheld using New York's
law, Toyota Motor Sales would have been penalized for engaging in an activity that was
legal in half of the United States. Also, because of the inconsistency of the judicial
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application of dilution statutes, Mead Data might not have been upheld in the remainin
- - . . ¥ g
states which did have dilution laws.™ Still another argument against imposing state

imunctions on a national basis concerns the constitutionality of extraterritorial
injunctions.®

Mead Data also accentuated the problems with the varying definitions of distinctiveness.
11.1 Jli_'ead Data, both the trial court and the court of appeals relied on the New York
dilution statue language to determine whether the LEXIS mark was distinetive, but their
a:_:ml'}sc; resultet.:l In ™o different decisions. Holding that the LEXIS mark was
distinctive, the t.nal_ court determined that the proper test for distinctiveness was “whether
the mark [could] distinguish its product from others and [was] uniquely associated with
the. source of the product.”™ The Court of Appeals considered other factors in arriving
at its decision that the LEXIS mark was not distinctive: (1) The strength of the mark and,
(2) whether the mark had a distinctive quality to the general public.® The Mead Data
cases rc{]ecind the "dichotomy [that developed] between those courts stressing and those ,
deprecating strong distinctiveness as a sine qua non for protectability against dilution, "
Some courts emphasized the mark’s uniqueness, arbitrariness, fame and celebrity while
others supported the position that if a mark serves as an identifier and, in fact, identifies
a product to consumers, it is distinctive enough to qualify for protection from dilution.®”’
Further, courts have found a variety of marks to be "distinctive;" while some of the
marks determined to be "distinctive” are nationally known,* many others are not.®

f\nalyzmg‘ dgcisions such as Mead Data also accentuates problems associated with the
improper judicial application of the dilution definition within and between state courts.
Fpr instance, the Second Circuit in Mead Data considered whether the average consumer
“:ould ﬁnd‘LE?{]S and LEXUS confusingly similar, though dilution theory expressly
dlsmgafrds'hkehhmd of confusion in its analysis.” The federal court, applying the New
Yur:k dlhm'on statute, stated that prior New York decisions that granted reliefin a dilution
claim required a finding of “confusion, fraud, [or] deception.” Thus, this court felt that
a hkehho?d o-f confusion should be a factor in dilution analysis, even though a likelihood
of confusion is not expressly required by the New York statute ? Further, even though
the New Yorlg and Hlinois dilution statues are identical, decisions in their respective
courts often differed substantially.” For example, Hlinois courts often refused to find
dilution if no confusion existed, while New York courts often found dilution only in the
presence of confusion.*

Fl.u'ther while not expressly discussed in Mead Data. the issue of the application of
dilution statutes to non-competing goods has been disputed by the courts and scholars.
Scholars h.ave argued whether the definition of “dilution” includes a need for parties to
be competitors. Scholars have noted that “there is...nothing in the statutes which suggest
or implies that dlluuon should be limited to..where the parties are..related... the statutory
!anguage strongly implies that the proximity between the parties’ goods or services is
lm:lcvnnt'to a finding of dilution.™ However, the New York court interpreted New
Ym:k's djl:txon statute as requiring the plaintiff and defendant to be in related
businesses,” even though the New York statute expressly states that dilution can be found
even in the absence of competition between the parties.” Finally, state courts had also
interpreted the definition of “dilution” to include the necessity for wrongful intent on the
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part of the defendant, despite the lack a wrongful intent requirement in any state dilution
statute.”

As a result of such state inconsistencies, Rep. Carlos Morehead (R-Ca.) introduced the
FTDA before the House of Representatives in March, 1995.” Backed strongly by the
International Trademark Association (INTA), the American Bar Association (ABA), _the
U.S. Patent and Trademark Office (PTQ), the United States Trademark Association
(USTA) and bipartisan support, this federal dilution proposal was approved.'® The House
passed the FTDA on December 12, 1995 and the Senate did the same on December 29,
1995.°  On January 16, 1996, President Clinton signed the #TDA'® into law.'®

The FTDA is similar to the dilution provision the USTA attempted to incfhde in the 1988
Trademark Revision Act. Like the USTA provision, the purpose of the FTDA is to
“protect famous trademarks from subsequent uses that blur the distinctiveness of the mark
or tarnish or disparage it, even in the absence of a likelihood of confusion.”™ It attempts
to accomplish this purpose by adding an amendment to the Lanham Act a.llm?mg legal
action to be taken when the unauthorized use of a famous mark “causes dilution to the
distinctive quality of the mark.”'® The federal statute was deemed “necessary be'caus'e
famous marks ordinarily are used on a nationwide basis and dilution protection is
currently only available on a patch-quilt system of protection.”* The HOl:ISC report on
the proposed bill also stated that the federal remedy would “bﬁng_im:fommy a.nd
consistency to the protection of famous marks,”'”” |essening forum-shopping and reducmg
litigation necessary to protect famous marks.'”® Testifying before the House Committee
on the Judiciary in further support of the FTDA, the Assistamt General Counsel f?r
Campbell Soup Company stated that the “damage to the Campbell Soup Companv s
trademarks as a result of dilution ‘is at the heart of our endorsement of dilution
legislation.”™'*

A further goal of the FTDA was to be consistent with ﬂheinmﬁonﬂltreaﬁes_ in which
the United States had previously engaged in the trademark area.'” According to the
House Report, a portion of the agreement during the “Uruguay R.ound.of the GATT
agreement include[d] a provision designed to provide dilution protection to famm:ls
marks.™""" Therefore, an impetus for the passage of the FTDA was the urgency in
complying with the terms of the agreement. Legislators further assumed that the “passage
of a federal dilution statute would ...assist the executive branch in..negotiations w1th oﬂiﬁ
countries to secure greater protection for the famous marks owned by U.S. companies.’
Rep. Carlos Morehead reiterated, however that “foreign countries [wnu]d_be] relu:?tant to
change their laws to protect famous U.S. marks if the United States, itself, [did not]
afford special protection for such marks.”""

Similar to the 1988 version, the FTDA defines dilution as the “lessening of the capacity
of a famous mark to identify and distinguish goods or services, regardless of the presence
or absence of (1) competition between the owner of the famous mark and oflpr parties,
or (2) likelihood of confusion, mistake, or deception.”"" Although this definition is very
similar to the*“dilution by blurring” definition in the 1988 dilution provision, the I:"I‘DA s
legislative history clearly indicates that it protects against both dilution by blurring _a.nd
tarnishment.'” The legislative history also reveals that the FTDA's intended scope is to

10

protect against dilution caused by the unauthorized use of a famous mark on competitive
as well as non-competitive goods.”"® The FTDA also makes it clear that likelihood of
confusion is not necessary as a factor in dilution analysis.

The FTDA limits a claimant’s remedies to injunctive relief “unless the person against
whom the injunction is sought willfully intended to trade on the owner’s reputation or to
cause dilution of the famous mark.”""" It enumerates several factors determinative of
whether a mark is “distinctive and famous.” " The FTDA’s intent was to provide a
federally enforceable injunction as the main remedy for a successful dilution suit.
However, it also provided for the awarding of damages in instances of willful intent.!"®
In addition, the owner of the famous mark is entitled to any profits, and costs up to the
treble amounts as well as the destruction of any offending articles.® It also makes
federal trademark registration a “complete bar” to a state dilution action, though it does
not preempt any state dilution law,'!

The FTDA'’s one notable improvement over any earlier federal dilution proposal is its
attempt to address First Amendment concerns raised by critics of the dilution doctrine.
The Act precludes a federal dilution cause of action against the “fair use of a famous
mark by another person in comparative commercial advertising or promotion to identify
the competing goods or services of the owner of the famous mark.”® It also renders
non-actionable the non-commercial use of a mark as well as its use in news reporting and
commentary.'®

The FTDA, while seemingly straightforward in its approach to dilution law, only solves
some of the problems encountered by the state dilution laws. In the next sections the
strengths and weaknesses of the FTDA will be examined.

STRENGTHS OF THE FEDERAL TRADEMARK DILUTION ACT OF 1995

The two main strengths of the FTDA lay within its legislative intent to solve the problems
associated with the previous “patchwork™ of state dilution laws. By definition, a victim
of dilution, under the FTDA, should be able to nationally enforce an injunction against
the diluting use of the mark. Enforcing an injunction from state to state will no longer
be scrutinized, thus making a dilution claim and injunction more nationally uniform, as
intended.

Second, it should provide for a measure of consistency in the application of dilution
principles. Instead of federal courts applying state laws, the FTDA allows federal courts
to apply federal law. The federal courts should be able to establish precedents based
upon the measures prescribed in the FTDA.

As a sidebar, the FTDA also notes that non-commercial, critical, and comparative

advertising uses of a famous mark are not subject to dilution law. These exceptions
should allow this Act survive First Amendment challenge.

1



WEAKNESSES OF THE FEDERAL TRADEMARK DILUTION ACT OF 1995

While the FTDA has improved upon the state dilution statutes, i.ts laek of attention to :
few important matters has left federal courts searching for a L!mform mt_crpl:eta’m:: nznw
application of dilution and the statute. In essence, the FT_DA is not serving ltscllr;i e
legislative purpose to date, due to the following shoﬂwmgs:, an madequa‘ ; uf'. rr:dema:k
of “dilution,” its lack of a reconciliation with the Lanham Act’s det_inmon 0 _
protection, the weak application of the “famous ma_rk” stmdards the improper use 0 lws
to determine the existence of dilution, and the policy decision not to preempt state laws.

L3

Lack of 2 Workable Dilution Definition

iti iluti i iv dditional insight into the
irst, the definition of dilution provided by the FTDA gives no ad .

]];:sbtiems of the state statutes in defining dilution.™* “Dilution™ is so broadly defined in
the FTDA that any lessening of value could be considered dilution, and thus subject 10
injunction.'®
The lack of clarification, leaves trademark dilution open to owncrship fmd monopoliz;atifon
debates. The broad terminology used comes very close to prowdu_lg the owner o t_h:
famous mark a monopoly on the mark itself, as well as almost anything resembling

mark.

federal trademark dilution action argue that a trademark can be “owned.’l":
f;of;;(;z rglseU;I‘DA, itself, refers to a trademark holder as an owner of the mai.rk‘.}wn
However, based upon case law, others argue that a tr.ademark owne:‘ does not !Il.l y -
his trademark, instead, he has a limited right in his trademark. _Ownershlph ti\sd; .
connection with trademarks is merely a figure of ’s;_)ecch to delme_atc“the old ol
different marks.'”® Because, some argue atrademarl': is mca.pab}e r.tf ‘.bemg owned, -
can be no trespass by an illicit user of a mark, just as 19;1 individual cannot sue
trespass of real property if he does not own that property.

ents of trademark dilution protection, George M:ddleton.
aorzem{;fthu;tc f ﬁ:rst t: ﬁt statutory rights to a tmdem'ark holder to “ciﬂ]sgm a thud
party’s dilution of the mark essentially creates a co;_)yﬁghl in the u-ademarkthe tl:::am:mg
a copyright of the mark, he argues, would be essentially the same as giving emark
holder a monopoly on the mark as used in any context.

Lack of an Express Reconciliation with the Lanham Act

Jlike right debatably conferred upon trademarks is m direct conflict u?.th
meﬂf&hﬁaﬁemﬁ in the Lanham Act. As discussed prgvuously, the legil:ln?;
_intent since the enactment of the Lanham Act in 1946 has seemmgly_ cha.nged' : 1l
sole purpose to aid the consumer by easy identification of product quality, to agsnm
aiding the consumer in identifying a mark m the pu.rke‘tplace. H?wever, the _ -
nothing to reconcile the two differing viewpoints. In fact, it seems to ignore
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dichotomy between exclusive consumer protection, as stated in the original text of the
Lanham Act, and the inclusion of trademark owner protection in the FTDA altogether.
Also, there is no guarantee that, even with the new dilution definition and the seven
factors defining “famous,” courts will do a better job, in the long-run, at defining “true”
dilution from supposed dilution. Without express resolution of the dichotomy, the
differing viewpoints on the potential property-rights due to a trademark are left up to
individual court interpretation. The current lack of uniformity by the courts in applying
those standards which are expressly delineated in the FTDA does not bode well for the
uniform interpretation of the implied reconciliation of the dichotomous viewpoints of the
FTDA and the Lanham Act. Without uniform application of both express and implied
standards of the FTDA, legal claimants are left without consistent precedents,

Weak “Famous Mark” Standards

The first criticism concerning the “famous mark™ standards presupposes that the level of
distinctiveness required for dilution protection should be the same as that required for
traditional trademark protection.'”’ Under such an interpretation, virtually all trademarks
would be subject to dilution protection. Courts have been unable to come to agreement
on the definition of “fame,” either before or after the passage of the FTDA."? Mead
Data held that before dilution protection would apply, a plaintiff must prove that its mark
is not only strong, but famous among the general public, as well.”™ If the defendant’s
market is nationwide, then the plaintiff's mark must also be nationally famous.
Consequently, under Mead Data, the fact that a plaintiff’s mark is well known in a
narrow product market would not be sufficient to trigger dilution protection. ™™

However, since Mead Data, courts have interpreted distinctiveness differently. Either the
courts relied upon the Mead Data concurring opinion which stated that strong. local
marks or marks in a narrow product area could qualify for dilution protection'™ or courts
had reinterpreted the majority opinion in Mead Data to mean that distinctiveness, for
dilution purposes, is the same as distinctiveness for trademark infringement purposes,'*

Other circuits defined “famous” or “distinctive” in vet other manners.™ The FDTA was
supposed to remedy this incongruence between circuits, but has, instead, added a new
problem concerning “famous marks.” The FTDA lists eight factors which are to be
considered in deciding upon the “fame” of a mark. The FTDA’s eight “famous factors™
most closely resemble the Second Circuit’s majority definition of a famous mark, thus
uniformly applying that definition at the federal level. The eight “famous factors™ are as
follows: (1) the degree of inherent or acquired distinctiveness of the mark, (2) the
duration and extent of the use of the mark in connection with the goods or services with
which the mark is used, (3) the duration and extent of advertising and publicity of the
mark, (4) the geographical extent of the trading area in which the mark is used, (5) the
channels of trade for the goods or services with which the owner's mark is used, (6) the
degree of recognition of the mark in trading areas and channels of trade used by the
mark’s owner and the person against whom the injunction is sought, (7) the nature and
m:ntofuseofthcmeorsimilarmarkbyﬂﬁrdpmﬁes.and(B)Whetbm-thcmarkwas
registered under the Act of March 3, 1881, or the Act of February 20, 1903, or on the
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principal register.'*

Since the enactment of the FTDA, some thirty-five reported cases have directly discussed
dilution.” While some cases have protected the owners of “famous marks” based upon
the factors delineated in the FTDA and based upon the majority opinion in Mead Dara,
others have left questions concemning this definition of “famous.” For instance, in
Ringling Bros. v. Utah Division of Travel Dept.,"* the U.S. District Court for the Eastern
District of Virginia held that the FTDA protects the holders of famous marks against the
unauthorized use of marks that imitate, but are not identical 1o, the famous mark because
such use blurs the famous mark’s distinctiveness. Even théugh Ringling Bros. had used
the trademark “The Greatest Show on Earth” in connection with its circus shows for many
vears, the state of Utah was not enjoined from using a similar slogan “Phe Greatest Snow
on Earth” to promote its skiing industry."’ Utah’s slogan was not considered to appeal
to a market large enough to warrant “famous™ treatment.

Conversely, “famous” has been applied to parties who are not well known. In Intermatic,
Inc. v. Toeppen'** and Panavision International L.F. v. Toeppen, both Intermatic, Inc. and
Panavision International L.P."** were described as “famous marks” and, thus, were given
dilution protection.”* Granting “famous” status to these marks seems inappropriate when
testing these marks against the “famous” factors in the FTDA, the majority decision in
Mead Data,'** and the majority decision in Ringling Bros.'** An injunction was not
granted to the plaintiff in Ringling Bros. because one of the two parties involved was
deemed to not have marks famous enough to be recognized in connection with the goods
or services they represented. However, plaintiffs in both the Toeppen cases were granted
an injunction despite the obvious lack of fame of at least one of the parties involved in
each case. According to the factors in the FTDA and the majority decision in both Mead
Data and Ringling Bros., a famous mark must be famous among the general public. If,
for instance, a plaintiff’s mark is only well-known within a narrow product market, then
it arguably is not afforded dilution protection as a famous mark."” Practitioners have
argued that neither Intermatic, Inc. or Panavision International L.P. could be considered
“famous” under the FTDA.'#

Similarly, in a case settled out of court in January of 1997, Coca-Cola settled with
Babson Bros. Co., an Illinois distributor of dairy and agricultural equipment. for an
undisclosed amount. Coca-Cola was attempting to market a new soda, Surge, as part of
a $50 million advertising campaign during the Super Bowl. Based upon cases like
Toeppen, however, Coca-Cola settled fearing that Babson Bros. Co. might prevail in 2
dilution action as they had been using the name Surge on its products for decades, even
though its status as a “famous” mark might be questionable.'®®

Improper Use of Tests to Determine the Existence of Dilution

. One of the most significant barriers, to date, to a finding of liability in several cases under
the FTDA has been the requirement of proving dilution. Although in some situations,
relief under the FTDA has been easy to obtain, many trademark owners who contend that
their famous marks have been diluted have faced uphill battles. The courts that have

14

I
|
|
|

interpreted the FTDA have found
“tarnishment "'*°

that it prohibits both dilution by “blurring” and
m\‘-’:cn trademark owners have sought relief, demonstrating the existence of tarnishment,

courts have not hesitated to afford plaintiffs relief under the act."" When trademark
owners have not been able to show tamishment, however, and have attempted, instead to

establish that marks on non-competi 2ot £ )
less success to date,'"? peting goods are likely to cause blurring, they have had

Tarnishment

The first tamishment case decided under the FTDA was Hasbro, Inc. v
Emaﬂammgm Gras_qp."" Hasbro, the maker of the children’s board ga;ne, "Cand!g:;;,e:
brought action against the defendants for use of the name “Candyland” to identify a
sexually explicit Intemet site.’ Hasbro claimed that its mark was associated with
innocence az_:d wholesomeness and would be “irreparably harmed” by the defendant’s use |
of the mark 1n connection with a sexually explicit web site.”™ The defendant argued that
Candy]anc'l did not warrant protection as a famous mark nor did the adult-oriented market
overlap with Hasbro’s child-oriented market. Thus, there was no possibility of confusion
bew_feefn the two products.”™ The federal judge agreed with Hasbro and granted a
preliminary injunction against the defendant.'s’

A similar case, Toys ‘R’ Us v. Akkaoui,"® the court d Toys ‘R" injuncti

based upon the FTDA. Toys R Us sued the defeudanm ts for using EAE:I:ZD ‘;zn’nt?gﬁi o
connection with an adnll—onented web page. The plaintiffs argued that its Toys ‘R’ Us
m?.rk would be associated with sexual products if the defendants were able to continue
using the toy company’s mark."® The court found that Toys ‘R’ Us was famous enough

to warran i A . ; .
= fmFTDA protection, and granted a preliminary injunction against the

Blurring

The outcomes of blurring cases have been less predictable than those categori
tarnishment cases. For example, Sunbeam Products, Inc. v. West agn?;i.ﬁ
add:ressedthelfactdmthedcfendmﬁmmmkeﬁngamndnﬁxerﬂmlookodvewsimﬂar
to the s}and mixer Sunbeam marketed and that Sunbeam was the first and only comy
10 continuously use, promote and sell a stand mixer that Iookedasthisonedidmp'ila'nhi
court found that Sunbeam must establish “that it is the owner of a famous marl
trademark, that \:Vest Bend’s use of its stand mixer configuration (affixed with) the West
Bend mark applied thereto commenced after Sunbeam’s mark became famous and that
such uir;;?y West Bend cause[d] dilution of the distinctive quality of Sunbeam’s famous
z{:kslh.m w&e u‘::lm éo:ad that tf:ue trade dress of Sunbeam’s stand mixer was famous,
: aga.i:}.st theedef s wa-als“dllmcd by the defendant, therefore an mjunction was

In Levi Strauss & Co. v. San Francisco 415 Co..'s th grante;
. V. X e court also d an injunct
based on trade dress as the defendant was manufacturing jeans with stitching s;nﬂarotz
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the famous stitching on jeans manufactured by Levi Strauss & Co.

i of a different nature however, an injunction was not granted as the
g&b;:neriagi::;e that the issues raised in this cases invoked F ust @endmcnt concermns.
In Dr. Seuss Enterprises v. Penguin Books USA, Inc..' the plaintiff sued the defe%ﬁt
for publishing 2 parody of The Cat and the Hat based on the O.J. S1mp§on _ m'
Penguin claimed it could use the mark, as parody we grotected by the excepulgn I:.'IF. t‘:
FTDA that permits “non-commercial use of a mark.” _'Ihe court held that the “Firs
Amendment would apply to this use of the trademarks at issue and t‘hat.a.s an ::‘(';l:sr:smve
use, this use is exempt from the reach of the Federal Trademark Dilution Act.

Similarly, in Eivis Presiey Enterprises v. Capece,' the trial court found' that injunctive
relief could not be granted to the plaintiff. While the court did not cmsly dismiss the
use of the name of a restaurant, “The Velvet Elvis,” as a parody, 1:1 g.ld compare the facts
of the case to Hormel Foods Corp. v. Jim Hensen Producl.?'. Inc.'™ where by the court
held that “parodies do little to diminish the mental connection already formed bect::eﬂn
a plaintif©'s mark and its product.™”' The Fifth Circuit Court of Appeals recently
reversed Capece, resting its judgement solely on a traditional trademark infringement
analysis.'”

i i i i ing diluti  blurring in instances of
While the courts have easily decided cases involving d{lunon_b? b : ]
trade dress and parody, they have had more difficulty in deciding upon cases involving
marks of varying degrees of fame when issues of trade dress and parody are not
present..”,

Thus far, courts that have applied the FTDA to blurring :_:le_:ims not mvol'\;‘mg parody_or
trade dress have adopted the six-factor blurring test set out in Mead Data'" to determine
if dilution exists. In Mead Data, Judge Sweet identified six st as relevant to the
dilution-by-blurring inquiry: (1) similarity of the marks, (2) the similarity o.f the prosdu:hl:
covered by the marks, (3) the sophistication of consumers, 4) predg;ory intent, (5) th

renown of the senior mark, and (6) the renown of the jumior .mark.' F}ne problem in
using the “Mead Data test” in connection with the FTDA is, acc‘?rdﬂag to the act's
express language, the plaintiff need not prove a “likelihood of confusion” as one does in

traditional trademark infringement disputes. Moreover, the Mead Data test is much too

similar to the test commonly used to determine the likelihood of confusion in a traditional
trademark infringement suit.

In a traditional trademark suit, for instance, the ultimate m;ue is generally “heth:}' Ih:
defendant’s conduct creates a likelihood that an apprec:abl_c .number of ord:_na:':f
consumers would be mislead or confused as to the mmqe,aﬁipzuonorm :
a good or service. In Jordache Enterprises v. Hogg Wyld,'™ for instance, the tenth circuit

identified four factors to determine likelihood of confusion, applying the concepts found

in the Mead Data test: (1) relatedness of the goods, 2) si:qilarity o!‘ the marks, (&2
likely degree of purchaser care, and (4) the defendant’s intent in selecting the mark.
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| marks” and, thus, were given dilution protection.'®®
While the remaining two factors in the Mead Data test do not tie-in with the typical | determined famous, no provisions were applied to determine if the mark Toeppen was
likelihood-of-confusion analysis, they also do not tie-in with the intent of the FTDA 1o -

protect famous marks, regardless of the fame of a junior mark. The “renown of the junior I

mark” factor generally favors the defendant in a dilution case, as it affords a level of
protection to lesser known marks, even if such a mark is, effectively, diluting the famous
mark in some manner. The theory underlying this factor is that a little-known junior
mark is not likely to dilute the famous mark on a recognizable level. Typically, 2 junior
mark that is not well known or that has just entered the market will be protected under
this factor, as the junior mark will almost never be deemed famous.'™

Despite the recognized theoretical difference between likelihood of confusion and dilution
by blurring, there has been little difference in practice because the presently accepted
blurring and likelihood of confusions tests are so similar.

Despite the similarities of both tests, there exists yet another apparent inconsistency
between the Mead Data test and the FTDA, which expressly states that dilution is the
lessening of the famous mark to identify and distinguish goods or services, regardiess of
the presence or absence of competition between the famous mark and other parties.’™
The Mead Data test, however, considers the similarity of the products in determining
blurring. It is arguably inconsistent for the FTDA to eliminate competition between
parties as a factor while the courts continue to consider similarity of the products as a
blurring factor in applying the FTDA. Nonetheless, courts applying the Mead Data test
have not acknowledged the inconsistency. Rather, they have explained the similarity
factor as being important in this type of blurring analysis because “if the products sold
under the marks in dispute are alike, there is greater likelihood that blurring will occur
in the mind of the consumer.”'®

It appears from the trend that courts will continue to consider the Mead Dara test, and
its inherent reliance on the similanty and fame of all parties brought forth in a case, as
an important factor in determining the likelihood of dilution by blurring when parody or
trade dress are not present factors in a case. This fact, will continue to pose a substantial
challenge to trademark owners attempting to stop the unauthorized use of their mark.

For example, in Ringling Bros. v. B.E. Windows'® and Ringling Bros. v. Utah Division
of Travel Development,'™ the courts refused to grant injunctions against the defendants.
Ringling Bros. sought to enjoin B.E. Windows from using “The Greatest Bar on Earth”
to describe a bar atop the World Trade Center.'® Similarly, they attempted to enjoin
Utah from using “The Greatest Snow on Earth” to promote its ski industry.'"™ In BE
Windows, the court held that this was not a case of blurring as “Ringling’s trademark is
a common descriptive phrase, rather than a single distinctive word,” and that the use by

| the defendant was not widely recognized, and thus could not be construed as a famous

use.'™ Similarly, in the Utah Division of Travel Dev. case, the court ruled that the use
of the slogan was not famous as it was not widely recognized outside of Utah.'®

However, in Intermatic, Inc. v. Toeppen'’ and Panavision International L.P. v. Toeppen,
both Intermatic, Inc. and Panavision International L.P.*® were described as “famous

Once these two marks were

using in each instance were considered famous.
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The Failure of the FTDA to Preempt State Laws

Finally, the fact that the federal statute is not intended to preempt state laws works against
the strength of the FTDA, The FTDA is expressly designed to augment the state laws,
not preempt them.'” This, however, does not seem to coincide with the Lanham Act’s
desire for uniformity. Prior to the passage of the new legislation, the Lanham Act
preempted the field of unfair competition in all areas it addressed. The coexistence of
state and federal statutes only makes logical sense if state statues are limited to those
activities that are solely intrastate in accordance with the Commerce Clause. However,
it seems unlikely that a famous mark would ever exist as sélely intrastate given the broad
interpretation of the Commerce Clause by the courts. x
The FTDA was designed to rule concurrently with state laws to allow plaintiff’s to seek
the best dilution remedy available to them. Therefore, in states where dilution law is
more specific or imposes harsher penalties upon those guilty of dilution, a plaintiff could
sue under the more developed state law without fear that the lesser developed FTDA
would preempt their action.

However, two potentially harmful effects to the intent of the FTDA arise due to
concurrence of state and federal law in addressing dilution. First, national companies are
still able to bring a claim to any state court. Therefore, forum shopping for the best legal
outcome has not been eliminated, as was one intent of the FTDA. Second, to guarantee
a national injunction against the defendant in the event of the plaintiff's victory, the
plaintiff must rely upon the decision of the federal court to reconcile and apply both state
and federal law in cases brought before it. Consequently, plaintiffs cannot rely upon the
more developed state statutes to protect them against dilution on a national basis unless
courts consistently apply state and federal dilution statutes concurrently. Plaintiffs
effectively risk exchanging more developed law for greater protection. This risk might
be justifiable if the federal courts were accurately and consistently applying dilution
standards and definitions, instead of infringement standards, thus suggesting that
concurrent application of state and federal law might also be consistent.

CONCLUSIONS AND SUGGESTIONS FOR FUTURE ACTION

The existence of the weaknesses discussed above, despite the evident strengths of the
FTDA, have contributed greatly to the ineffectiveness of the FTDA in fully realizing its
intent. It has been ineffective in completely protecting truly famous marks.”' Courts
have begun using tests similar to those used in infringement cases, making the FTDA no
more than an extended infringement provision in many cases.'”” Additionally, the
continued lack of clarification of the definition of dilution in the FTDA perpetuates
problems experienced due to the similar lack of a consistent and workable definition
under state laws. The fundamental dichotomy between the expressed intent of the
Lanham Act and the FTDA also presents problems with the future of dilution theory in

the court system.

As a result of these weaknesses, the intent of the FTDA to act as an instrument to unite
the state laws and decrease forum shopping is failing. Many of the cases argued under
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thil:nIDA ]_mve ’bm,within the jur‘isdic:tions of the district courts or U.S. appellate courts
wi California, New York. Illinois, Michigan, New Jersey, and Ohio, where the
strongest and most developed state laws concerning dilution exist.

;I'hg F'l_'DA was deslgned to protect "fam_ous” marks from dilution. Nowhere in its

egislative hzs?ory did it limit such protection based upon the fame of the junior mark.

If the FTDA is to live up to its legislative intent, then courts should be protecting the

famous ma:ks regardiess of the fame attributed to the junior mark. Therefore, the courts

}s:;?;:f :nhq:zpaxeﬁthe use'of a famous mark test on the junior mark and grant the senior
injunction e ide” juni j i

similar to thJat of a faa:xﬁlu?tsgor f:i:::rkrfgf o i T b e

There exists a great need to change the judicial trend associated with the FTDA. As
greater reliance is placed upon dilution provisions due to the growing number of Int:emel
domain name cases, many of which solely rely upen dilution to prevent the unauthorized
use of a trademark as a domain name for a Web site entirely unrelated to the good or.

service related to i : :
s i the mark, the FTDA will become the primary vehicle used to support

Tl}c further definition of a “famous” mark may also be necessary i
?ﬂtl'l both the Tr.ac_lemark Law Revision Act of 1988 and GAT??I)(;:igrien?;? ﬂ‘:;n];_ﬂ"rgl:
;n:hllded a provision that requs.red a “famous mark” to be registered on 11;1: Principal
froﬁ:ster. Add.moqally. anti-dilution protection of unregistered marks is a move away
a.sta:ed goal in the Trademark Law Revision Act of 1988 to encourage the use of,
and reliance on the federal trademark registration system.”® The Clinton administxationj
among others, expressed the concern that a formal registration of a mark would be
contrary to U.S. efforts to “persuade foreign governments to loosen overly formalistic
requirements for protection of intellectual property.”'* However, the failure to include
:i] i;;t:; ttieﬁmm:u:l b:f “dilution” or “famous mark,” along with the use of ill-considered
g Unhsgduga{:m more harmful in attracting foreign companies wishing to do business

:I‘f'l::ncougs need w0 develop a new definition for “famous.” To more uniformly determine
o nous” status, it would bc prudent to require a mark to be registered on the Principal
Elster. as was pmposed in the FTDA’s original form. Great latitude should be given
;_:mfamous marks asplamnﬂ's in such cases. If the true intent of the FDTA is to protect
ﬁmcn.:s marks from dilution in order to protect the holder’s investment in the marks. then
ous marks should be protected from any type of dilution, whether it be blurring or
tannshm_ _ ent, without regard to the renown of the junior mark, or the similarity of the
jumormarkorﬂwpmdxmurcpresensmﬂxseniormaxkanditspmdm Either
strgngcf]a{lguagemedstobeaddadlotheFTDAord]ecwnsnmdmcmsiderme
legislative intent of the act in interpreting its goals and purpose. Thus far, truly famous
Enarks _have oﬂgn suffered uphill battles against marks of lesser famc,and renown.
ss?nually, the immense fame of the “famous mark” has hindered its course of action
against smaller, less famous marks—a result directly opposed to the intent of the

legislation t ittli
gi ’sv:lu:.pmtectfamousmarksfmmmchgmdua] whittling away of the famous
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Since many courts seem to be skeptical of dilution by blurmring theory without the
existence of trade dress or parody, evidence of actual dilution might tip the scales of
justice in the famous mark’s favor in such instances. For example, the trademark owner
might decide to conduct a survey to establish empirical data in support of blurring. The
survey might include 2 measure of the strength of the mark being blurred. Following
such a measure, the survey would ask respondents to answer if they recognize any
product or name given in a list of products and names similar to that of the famous mark.
The junior mark accused of diluting the famous mark would be included in such a list to
determine if such a junior mark has any diluting effect based upon consumer recognition,
Courts could use such data to determine the extent of 2 panior mark’s dilution affect. |
While conducting such z survey would be no simple task, as developing a representative
and non-biased survey and consumer pool is difficult, such empiri®al data might be |
useful.

A plaintiff might also want to stress to the court that, if the defendant prevails, the
occurrence of dilution will only be encouraged, as others will feel free to use the
plaintiff’s mark. The fact that one defendant may not singularly cause dilution may be
enough not to legally enjoin him from such unauthorized use. As explained by Professor
J. Thomas McCarthy, however, “the defendant will argue that its use is so small and
insignificant in comparison to the power and strength of a famous mark that any injury
to the capacity of the mark to remain strong is unimportant and de minimis. The theory
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i i rting predatory intent on the part of the defendant. | £umglitered marks). The unauthorized use of a trademark is often referred to as the
& ’ dcvmewl it e evsuppoidence should only be relevant in determining damages | JUnior” use. Subsequently, the use by the owner of the trademark is referred to as the

within a case brought about under the FTDA. Owners of “famous marks” should be
afforded the protection of & preliminary injunction from the court without the need to ll
prove predatory intent. In arguing for the awarding of damages, however, the plaintiff
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